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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



m re Patent Application: 
Farhad PARHAMI 
U.S. Application No.: 10/524,945 
Confirmation No.: 3129 
Filed: February 16, 2005 

Title: AGENTS AND METHODS FOR 

ENHANCING BONE FORMATION 



Art Unit: 1633 

Examiner: Maria Gomez LEAVITT 
Atty. Dkt. No.: 58086-241892 

Customer No. 



PATENT TRADEMARK OFFICE 



26694 

T TRADEMAR 

RESPONSE TO RESTRICTION REQUIREMENT 



Assistant Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

This is a response to the Restriction Requirement dated February 28, 2008, providing for 
a response time of one month or 30 days, whichever is longer. Applicants, by their attorneys, 
respond to the Restriction Requirement of February 28, 2008 by electing without traverse as 
follows. 



Remarks and Election in Response to the Restriction Requirement 

For clarity, Applicants reiterate the Examiner's view of distinct inventions as expressed in 
the Restriction Requirement of February 28, 2008: 
Group I. Claims 1-28; 
Group II. Claims 29-36; 
Group III. Claims 37-40; 
Group IV. Claim 41. 



Applicants elect Group I, i.e., claims 1-28, without traverse. 



r Appl.No. 10/524,945 

Reply to Restriction Requirement of February 28, 2008 

In response to the Examiner's requirement in item 1) on page 5 of the Restriction 
Requirement to elect a species of oxysterol for claims 2, 7, 14, 16, 20, and 25, Applicants elect 
20S-hydroxycholesterol without traverse. Applicants note that the term "20S- 
hydroxycholesterol" is synonymous with the term "20a hydroxycholesterol". Claims 2, 7, 14, 
16, 20, and 25 encompass the elected species, 20S-hydroxycholesterol. 

In response to the Examiner's requirement in item 2) on pages 5-6 of the Restriction 
Requirement to elect a species of a combination of oxysterols for claims 3, 8, 17, 21, and 26, 
Applicants elect the combination of 20S-hydroxycholesterol and 22S-hydroxycholesterol without 
traverse. Claims 3, 8, 17, 21, and 26 encompass the elected species, the combination of 20S- 
hydroxycholesterol and 22S-hydroxycholesterol. 

In response to the Examiner's requirement in item 3) on page 6 of the Restriction 
Requirement to elect a species of secondary agent for claims 4, 5, 9, 10, 18, 22, 23, 27, and 28, 
Applicants elect bisphosphonates without traverse. At least claims 23 and 28 encompass the 
elected species, bisphosphonates. 

In response to the Examiner's requirement in item 4) on page 7 of the Restriction 
Requirement to elect a species of biological marker for claim 11, Applicants elect expression of 
osteocalcin mRNA without traverse. Claim 1 1 encompasses the elected species, expression of 
osteocalcin mRNA. 

In response to the Examiner's requirement in item 5) on pages 7-8 of the Restriction 
Requirement to elect a species of mammalian cells for claim 12, Applicants elect osteoprogenitor 
cells without traverse. Claim 12 encompasses the elected species, osteoprogenitor cells. 

Although this election is made without traverse, Applicants specifically reserve the right 
to rejoinder of the claims of Groups II, III, and IV and withdrawal of the Restriction 
Requirement upon allowance of a claim of Group I and amendment of the claims of Groups II, 
III, and IV to include all limitations of the allowed claim, pursuant to MPEP § 821.04. 
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Appl. No. 10/524,945 

Reply to Restriction Requirement of February 28, 2008 



Applicants respectfully request that a Notice of Allowance of claims 1-28 be timely 
issued in this case. 

No fee is believed to be necessary in connection with the filing of this Response. 
However, any fee deficiency is hereby authorized to be charged, or any overpayment credited, to 
Deposit Account No. 22-0261 . 



Respectfully submitted, 



Dated: March 31, 2008 




Lars H. Genieser 
Registration No. 46,722 
Venable LLP 
P.O. Box 34385 
Washington, D.C. 20043-9998 
Telephone: (202) 344-4000 
Telefax: (202)344-8300 
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